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PFMARKS/ARGUMENTS 

Responsive to the Official Action mailed March 24, 2004, Applicants provide the 
following remarks. Rjeconsideration and allowance of the subject application, as amended, are 
respectfully requested. 

Priority 

The Examiner indicated that the instant application "is a continuation of application 
09/960453, which claims priority to provisional application 60/234442. However, the 
provisional application upon which priority is claimed, 60/23442, is expired." Applicants 
respectfiilly submit an effective claim to multiple prior applications has been made. As clarified 
in Section 201 .1 1 of the MPEP, "sometimes a pendmg application is one of a series of 
applications wherein the pending application jg^not copenH inp; wi'tb the first filed application but 
ie PnppnH^np with an intermediatB applicat ion entitled to the benefit of ibc filing date of the first 
application /^ Section 201.11 of MPEP under Section C titled "Benefit Claims to Multiple Prior 
Applications." 

The MPEP goes on to clarify, in citing the In re Henricksen case, 399 F2.2 253, 158 
USPQ 224 (CCPA 1968), that "[tjhere is no limit to the number of prior applications through 
which a chain of co^endencv mav be traced to obtain the benefit of the filing date of the earliest 
ofad^ofprior copending applications." Section 201.11 of the MPEP. Fuithermoie, the 
MPEP goes on to clarify that m the case of a provisional application, a nonprovisional 
application may not be filed within the twelve month period after the provisional application, but 
may properly claim the benefit of an intermediate nonprovisional application that was filed 
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wifllin twelve months from ttie filing date of the provisional and claimed the benefit of the 
provisional application. See also Section 201.11 of the MPEP. 

Therefore, in this case, the expiration of Ihe provisional application is not relevant since 
an "intermediate" application (Serial Number 09/960,453) was filed during copendency of the 
provisional application, and the present application Serial Number 1 0/685,043 is a proper 
continuation application of thai "intermediate" sqjplication. (The nonprovisional "intermediate" 
patent application Serial Number 09/960,453 was filed on September 2 1, 2001 and claimed the 
benefit of the provisional plication 60/234,442 that was filed on September 21, 2000.) Thus, a 
proper chain of copendency that can be traced back to the earliest filing date of the provisional 
patent application i$ present 

Osith 

The Examiner indicated that the Oadi is defective because the oath indicates priority to 
the now expired provisional application and that the oaft does not mention that the instant 
application is a continuation application of a previously filed application. Applicants 
respectfiiUy submit that the oath is effective. See the earlier arguments regarding the 
effectiveness of the claim to the provisional patent application through the chain of copmding 
prior applications. 

In addition, as detailed by Rule 63 (37 CFR 1,63) and specified in section 201 .06(c) of 
the MPEP: "37 CFR 1.63(d) provides that a newly executed oath or declaration is^not required in 
a continuation ... application filed by all or by fewer than all of the inventors named in a prior 
nonprovisipnal application containing a signed oath or declaration as required by 37 CFR 1.63, 
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provided that a copy of the sigtied oath or declaration filed in the prior application is sobmitted 
for the continuation . . . application and the specification and drawings filed in the continuation 
application do not contain any subject matter that would have been new matter in the prior 
^plication." MPEP 201.06(c). The present continuation application is filed by all of the 
inventors named in the prior nonprovisional appUoation Serial Number 09/960,453. A copy of 
the signed oath was provided, and the specification and drawings filed in the continuation 
qjplication do not contain any new matter. 

Doable Patenting 

Enclosed is a Terminal Disclaimfir to obviate the double patenting rejection over the 
patented U.S. Application No. 09/960,453 (nowU.S. Patent No. 6,741,066). Therefore, no 
specific discussion of the Double Patenting rejection is believed necessary. Also enclosed is a 
credit card authorization form authorizing a charge in the amount of $220.00 to cover the $1 10 
Terminal Disclaimer Fee, as well as the $110 fee for a one month extension of time. 

35 use §103 Claim Rejections 

The Examiner rgectcd claims 7 - 14, 16, 17, and 19 - 29 under 35 USC §103 as being 
unpatentable over Gaza (U.S. Patent No. 5,764,030). Claim 7 is directed at an adapter 
comprising '- a PWM generator ... r«»erflting a PWM signal in response to a feedbael^ 
frntn an eytemal device representative of a power condition of said external device." The 
Examiner acknowledges that Gaza discloses apulse width modulator only in its battery charger 
circuit 22. The Examhier then indicates the location of the pulse width modulators, "Le., with 
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the power supply/AC adapter, absent any criticality, is only considered to be ioi obvious 
modification." 

Applicants respectfully disagree. The criticality of placing the PWM generator in the 
adapter and "generating a PWM signal in response to a feedback signal from an external device" 
is described in Applicant's specification. In particular. Applicants' specification indicates "in the 
exemplary embodiments, the need for a PWM generator and controUer, as well as power 
switches and a DC7DC converter are eliminated in the charger circuit, thereby e conomizi ng 
p»wef topologies, as weU as femnvine heat- genarating portions of a conventional battery charger 
circuit to the external AC/DC adapter." Page 4, lines 6 - 10. In addition, the abUity to remove 
components in the charger circuit enables printed circuit board space to be saved. Page 7, lines 
13-14 of Applicant's specification. Furthermore, this allows the adapter to be remotely 
controlled by the feedback signal fi-om the external device. 

Therefore, Applicants respectfiiUy submit the Examiner's rejection claim 7 as being 
obvious in view of Gaza is in error, and should be withdrawn. Claim 8 - 1 2 are dependent claims 
that depend directly or indirecdy from claim 7 and as such incorporate aU the Umitations of claim 
7. Accordingly, AppUcants respectfiilly submit that claims 8 - 12 are in condition for allowance 
by virtue of their dependence from claim 7, as well as for their own lunitations. 

Claim 1 3 is directed at an electronic device comprising a "controller configured to 
generate a feedback signal representative of apower condition of said eleclionic device, wherein 

.A.jrt.. ...m pri^es a P W M p^nerator genBratinP a PWM signal in response to gajd feedback 
«<m«itoadiust an ou^ DC signal bom said adapter in response to said feedback signal." As 
earlier adduced regarding claim 7, CJaza does not teach, disclose, or suggest an ad^ter 
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comprising a PWM generator comprising a PWM generator responsive to a feedback signal as 
required by daim 13. The criticality of placing the PWM generator in the adapter was earlier 
detailed with respect to claim 7. 

Therefore, AppUcants respectfully submit the Examiner's rejection claim 13 as being 
obvious in view of C3aza is in error, and should be withdrawn. Claim 14 and 16 - 22 are 
dependent claims that depend directly or indirectly from claim 13 and as such incorporate all the 
limitations of claim 13. Accordingly, AppUcants respectfuUy submit that claims 14 and 16 - 22 
are in condition for aUowance by virtue of their dependence from claim 13. as well as for their 
own limitations. 

The Examiner also rejected claim 15 under 35 USC 103 as being um,atentable over Gaza 
in view ofBryson(U.S. Pat No. 6,144,187). AppUcants have canceUed, without prejudice, 
claim 15. Accordingly, the Examiner's rejection of claim 15 is now moot. 

The Examiner also rejected claim 18 under 35 USC 103 as being unpatentable over Gaza 
in view of Irvin (U.S. Pat. No. 6,029.074). Claim 18 depends from claim 13 and as such 
incorporates all the limitations of claim 13. Claim 13 is directed at an electronic device 
comprismg a "contioUer configured to generate a feedback signal representative of apower 
condition of said electronic device, wherein an adapter comprises a PWM penerator fteneratins a 

PWM d fmal in resD tn .^iH f«edbar.v «anal to adiust an output DC signal from said adapter 

in response to said feedback signal." As earUer adduced regarding daun 7, Gaza does not teach, 
disclose, or suggest an adapter comprising a PWM generator comprising a PWM generator 
lesponsivetoafeedback signal astequired by claim 13. frvin is directed at hand held ceUular 
telephone with power management features and does not supply this missiiig teaching. 



PACE 14/21 ' RCVD AT 7/26120(14 1:49:40 PM (Eastern Daylight rimer Sra^^ 



07/26/2004 13:53 FAX ilOlS 

Amendment A 
USSN 10/685,043 
July 26. 2004 

Reply to Office Action of March 24, 2004 

Page 14 of IS 

Therefore, Applicants respectfully submit the Exanriner's rqection claim 18 as being obvious 

over Gaza in view of Irvin is in error, and should be withdrawn. 

Claim 23 is a method claim requiring: "providing a feedback signal to said adapter 

representative of said power condition of said extemal device; adjugtinp: a PWM signal generated 

1^ ..iA ^rfapfftr jn remnnse to said fee d back signal : and adjustmg said DC TW>wer ?imal Plgvidgd 

hy said adapter in respo nse to said PWM signal.*' 

As earlier adduced regarding claim 7, Gaza does not teach, disclose, or suggest " ad i v^ting 
p PWM signal generated bv said ftAinter inresDon se to said feedback signal.'* RAther, the PWM 
generator taught by Gaza is in the battery charger circuit 22 and is responsive to a signal from the 
microcontroUer 30 of FIG. 3B of Gaza. The criticality of placing the PWM generator in the 
adapter was earlier detaUed with respect to claim 7. In addition. Gaza teaches that 4e output DC 
sigaal provided by its adapter 28 is "a function of the highest sensed battery voltage." Column 4. 
line 16. Tids is generally because Gaza is concerned with providing "a dual pocket battery 
charger which alternatively charges batteries in the two pockets on a time sUce basis." Column 
1, lines 28 - 29. 
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Accordingly, Applicants respectfuUy submit that in Ught of the foregoing claim 
amendments and remarks, all of the presently pending claims are now in a condition for 
allowance. Reexamination and reconsideration are lespectfuUy requested. Early allowance is 
eamesUy soUcited In the event the Examiner deems personal contact desirable in disposition of 
this plication, the Examiner is lespectfuUy requested to call the undersigned attorney at (603) 
668-6560. In the event any additional fees are payable, please charge them to our Deposit 
Account No. 50-2121. 



Respectfully submitted. 




Scott RFaber 
Attorney for Applicants 
Registration No. 48,380 
GROSSMAN, TUCKER, PERREAULT 



& PFLEGER, PLLC 
55 South Commercial Street 
Manchester, NH 03101 
Ph: 603-668-6560 
Fx: 603-668-2970 
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